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1, The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 



2 . The factual inquiries set forth in Graham v. John Deere 
Co. , 383 U.S. 1, 148 USPQ 459 (1966), that are applied for 
establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and 
the claims at issue. 

3 . Resolving the level of ordinary skill in the pertinent 
art . 

4. Considering objective evidence present in the 
application indicating obviousness or nonobviousness . 

3. This application currently names joint inventors. In 
considering patentability of the claims under 35 U.S.C. 103(a), 
the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1.56 to 
point out the inventor and invention dates of each claim that 
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was not commonly owned at the time a later invention was made in 
order for the examiner to consider the applicability of 35 
U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior 
art under 35 U.S.C, 103(a). 

4. Claims 7 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ohno (U.S. Pat. No. 5,415,536; previously of 
record) in view of Nied et al . (U.S. Pat. No. 5,290,490; 
previously of record) . 

Ohno discloses an apparatus for forming a pattern onto an 
article during an injection molding of the article. The 
apparatus comprises a feed means that feeds the pattern-bearing 
film (X) to a molding position where a male mold (1) and a 
female mold (2) are opposed (see Figure 1) . A heating board (9) 
is provided that heats the pattern-bearing film so as to soften 
the film. The heating board has a heating surface that is 
movable into and away from a space between the male mold and the 
female mold (see Figure 1) , and the board has a transverse width 
sufficient to cover the width of the pattern bearing film (see 
Figure 12) . A transfer means transfers the pattern-bearing film 
to an internal surface of the female mold so as to contact the 
film with the internal surface (see figure 7) . The apparatus is 
further provided with closing means that causes the male mold 
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and the female mold with the film to approach each other and 
form a closed molding cavity (see Figure 15) . Also provided by 
Ohno is a resin injecting device (5) that injects molten resin 
into the cavity to form a molded article to adhere the pattern- 
bearing film to the surface of the article. Ohno further 
discloses a heating wire (24) within the heating board to 
generate heat, and the heating board to be arranged in a 
vertical direction (see Figure 1) . The pattern-bearing film is 
sent from an upper position to a lower position along the 
vertical direction in one line as shown in Figures 9 and 10. 

Ohno does not disclose the heating board being divided into 
a plurality of independently controlled heating blocks with the 
blocks being arranged in one line so that one heating block is 
disposed adjacently above another heating block. 

Nied discloses an apparatus for the differential heating 
and thermof orming of a polymer sheet, wherein the heater is 
divided into a plurality of independently controlled segments 
(24), including in a direction of passage of the film (see Fig. 
1) . Nied notes that this is advantageous in that it allows for 
differentially heating different segments of the polymer sheet 
(see cl. 2, 11. 39-50; cl . 4, 11. 26-29 & 36-41; and cl . 6, 11. 
13-16) . 
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It would have been obvious to one of ordinary skill in the 
art at the time of Applicant's invention to have modified the 
apparatus of Ohno as such to have the heating board divided into 
a plurality of heating blocks because this would have allowed 
for the differential heating of different areas of the film as 
suggested by Nied. By dividing the heating board of Ohno into a 
plurality of blocks as suggested by Nied, the resulting board 
would thereby have heating blocks arranged in a vertical 
direction with one heating block disposed adjacently above 
another block because of Ohno's teaching of the heating board to 
be placed in a vertical direction (see figure 1) . 

Nied discloses the heating blocks to be provided in 
plurality of rows and columns (see figure 1) . The rows and 
columns of heating blocks are provided so as to heat different 
areas of the sheet, depending on the desired temperature to be 
imparted to sections of the sheet (col. 2, 11. 45-50). For 
example, Nied discloses that the heating profile can be varied 
according to the thickness of the sheet in different sections 
(col. 2, 11. 3 9-44) . Although claim 7 of the instant 
application recites that the heating blocks are arranged in one 
line only, it would have been obvious to one of ordinary skill 
in the art at the time of Applicants' invention to have modified 
the apparatus suggested by the combination of Ohno and Nied as 
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such to have used only a single line of heating blocks when a 
corresponding profile of varying temperature zones is desired in 
the sheet. For example, when the sheet used varies only as such 
to become progressively thicker along its length, a single line 
of blocks only would be needed. Thus, such a modification would 
still allow for the advantageous desired heating profile 
described by Nied, while at the same time making a simpler 
apparatus with less heating blocks. 

5. Claim 8 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ohno and Nied as applied to claim 7 above, and 
further in view of Chapman (U.S. Pat. No. 5,423,669; previously 
of record) . 

Ohno and Nied disclose and suggest the apparatus as 
described above. Ohno and Nied do not disclose the use of 
temperature sensors to monitor the temperature of each heating 
block. 

Chapman discloses an apparatus for thermof orming film 
including a heating unit (3 8) which has a temperature sensor for 
monitoring the heat imparted to the film and to adjust the 
heater according based on detected temperature, thereby 
providing a temperature controlling system for the apparatus 
(col. 4, 11. 19-30) . 
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It would have been obvious to one of ordinary skill in the art 
at the time of Applicants' invention to have modified the 
apparatus of Ohno and Nied as such to have provided the heating 
blocks with a temperature sensor because this would have allowed 
for the monitoring of the heat imparted to the film and thereby 
better control the heating as suggested by Chapman, Given the 
teaching of Ohno and Nied for the differential heating of 
different areas using independent heating blocks, it further 
would have been obvious to one of ordinary skill in the art at 
the time of Applicants' invention to have used temperature 
sensors at each block to monitor the heat imparted to the film 
at each independent block because the temperature to be 
generated at each block is different. Note that such a 
modification requires the duplication of a known part, a 
temperature sensor, for the multiplied effect of monitoring the 
temperature at different points. Generally, the duplication of a 
known part for a multiplied effect has no patentable 
significance unless it can be shown that there is a new and 
unexpected result. See St. Regis Paper Co. v. Bemis Co. , 549 
F.2d 833, 193 USPQ 8 (7th Cir. 1977); In re Harza , 274 F.2d 669, 
124 USPQ 378 (CCPA 1960) . 
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6. Applicant's arguments filed 24 February 2005 have been 
fully considered but they are not persuasive. 

Applicant argues that there is no proper teaching or 
suggestion of using a single line of heating blocks within the 
references of Ohno and Nied, and thus the rejection of the 
claims based on this combination of references is improper. 
Applicant argues that such a modification ignore the disclosure 
of Nied, which absolutely requires multiple rows of heating 
blocks . 

Applicant's arguments with respect to compromising the 
objectives of Nied is not found persuasive for many of the 
reasons set forth in the previous Office Action. Therein, it 
was noted that the rejection is formulated with Ohno being the 
primary reference, with the apparatus disclosed therein being 
modified. The Nied reference is merely a secondary reference 
used to show that a particular claimed feature (the plurality of 
heating blocks) was known in the art and that there was a 
suggestion to one of ordinary skill in the art to incorporate 
this feature into the apparatus disclosed by Ohno. That some of 
the objectives of the secondary reference would not be possible 
with the proposed modification is not relevant to an obvious 
analysis. See In re Ratti , 270 F.2d 810, 123 USPQ 349 (CCPA 
1959) ("If the proposed modification or combination of the prior 
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art would change the principal operation of the prior art 
invention being modified , then the teachings of the references 
are not sufficient to render the claims prima facie 
obvious .") (emphasis added); see also MPEP § 2145 (Noting w [T] he 
claimed combination cannot change the principal of operation of 
the primary reference or render the reference operable for its 
intended purpose.") . 

Applicant's argument seems to amount to that it would have 
been unobvious to one of ordinary skill in the art to have 
divided the heating block of Ohno into a single line of heating 
blocks because Nied discloses that it is possible (and perhaps 
preferable in some situations) to divide the heating block in 
multiple rows or lines. This ignores the more general teaching 
of Nied which includes at column 2, lines 51 through 54, Nied 
notes w [A] thermal pattern is impressed on the sheet, the 
pattern being selected in accordance with the desired wall 
thickness of corresponding portions of the article to be 
formed," and at column 6, lines 19-21 that the controller u is 
programmed to impress the predetermined thermal pattern on the 
sheet portion of the heater." While the apparatus disclosed by 
Nied may have multiple rows of heating blocks, Nied is 
disclosing the system to be designed according to the heating 
pattern desired to be imparted to the sheet. One of ordinary 
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skill in the art would glean from such disclosure to divide the 
heating block into a plurality of blocks corresponding the 
heating pattern to be imparted into the film. That one of 
ordinary skill in the art would learn from Nied that more 
detailed heating block configurations involving multiple rows or 
lines is preferable in some situation does not render the 
conclusion that single line would be not be an obvious 
configuration to one of ordinary skill in the art. Such a line 
would be preferable to the artisan looking to impart a similar 
heating pattern upon the film. In fact, it would be a simpler 
modification to include a single line of heating blocks rather 
than multiple rows or lines as there would be less blocks to 
control, thereby further indicating that such a modification 
would have been obvious to one of ordinary skill in the art. 

7. Applicant's amendment necessitated the new ground(s) of 
rejection presented in this Office action. Accordingly, THIS 
ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 
CFR 1.136 (a) . 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS 
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of the mailing date of this final action and the advisory action 
is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than 
SIX MONTHS from the date of this final action, 

8 . Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Donald 
Heckenberg whose telephone number is (571) 272-1131, The 
examiner can normally be reached on Monday through Friday from 
9:30 A.M. to 6:00 P.M. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Duane Smith, can be 
reached at (571) 272-1166. The official fax phone number for 
the organization where this application or proceeding is 
assigned is (703) 872-9306. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
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information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see <<http://pair-direct.uspto.gov>>. Should you have questions 
on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at (866) 217-9197 (toll-free). 




Patent^Sx 
A.U. 1722 



